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Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 29-33, 35-36, 37-41 , 43-44 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. For eample amended independent claim 29 recites: 
where in the mobile data device gives preference to various ones of the plurality of 
system preference criteria to create the ranking of available networks. Regarding this 
limitation, Applicant's specification does not have support for this, especially mobile data 
device creating ranking of available networks. All available evidence in applicant's 
specification points to non-existence of mobile data device creating ranking of available 
networks. As can be seen from the specification: Each mobile device includes a 
preferred roaming list (PRL) built into it, which assists the device to perform system 
selection and acquisition (page 2 lines 5-9). Further only place applicant specification 
talks about rank is in page 6 lines 25-28 which says: The PRL then ranks the priority of 
each system. This clearly shown that PRL with rank has already built into it user 
preferences for selection of networks as described in table 1 . This in no way supports 
applicant's amended claim limitation such as mobile data device creating ranking of 
available networks. Therefore, ensuing office action proceeds with the understanding 
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that mobile data device already has PRL built in to it and based on that mobile data 
device selects the preferred network. Similar remarks apply to claim 37. 

Claim Rejections - 35 USC § 103 
3. Claims 29-33, 35, 37-41 , 43-44 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Islam et al. (US2005/0090277A1 , filed 10-24-2003, hereinafter Islam) 
in view of Almgren (WO 2004/066663A1 , filed 12-3-2003). 

Regarding claim 29, Islam discloses a method of a mobile data device to 
determine a network to acquire based on a plurality of system preference criteria stored 
in the preferred list on the mobile device, the method comprising the steps of: waiting 
until a new network needs to be acquired, choosing the network to acquire at the mobile 
data device based on the plurality of system preferences stored in the mobile device, 
and starting a search for the new network (paragraphs: 0004, 0006, 0012; 0060-0064; 
figs. 3-4). 

Regarding claim 37, Islam discloses a mobile data device for acquiring one of 
plurality of networks based on plurality of system preference criteria stored in a 
preferred list on the mobile data device, characterized by means for: waiting until new 
network needs to be acquired, choosing the network to acquire at the mobile data 
device (102, fig. 1) based on the plurality of preference criteria stored on the mobile 
device, and starting a search for the new network (paragraphs: 0004, 0006, 0012; 0060- 
0064; figs. 3-4). 
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Islam differs from claims 29 and 37 in that he does not specifically teach: mobile 
data device gives preference to various ones of the plurality of criteria to create ranking 
of available networks. 

However, Almgren discloses a roaming method which teaches the following: 
mobile device gives preference to various ones of the pluralities of system preferences 
criteria to create a ranking of available networks (reads on creating priority list, see 
abstract; page 14 lines 1 1-24 and fig. 2). 

Thus it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination to provide for the following: mobile 
device gives preference to various ones of the pluralities of system preferences criteria 
to create a ranking of available networks as this arrangement would facilitate connecting 
to the network based on the priority/ranking of networks as taught by Almgren, thus 
facilitating the user to connect to the best available network. 

Regarding claims 30-33, 35, 38-41, 43-44, Islam further teaches the following: 
plurality of system preference criteria includes at least geographic information and data 
capability information, system preference criteria further includes information about 
whether each of the available network supports: data roaming for mobile data device 
(102, fig. 1), mobile IP, an always on device (note mobile device 102 is 3G capable and 
also prefers 3G network which implies it supports always on, paragraph: 0030), mobile 
stores a list of service features that mobile devices supports and plurality of system 
preference criteria that includes a list of services the network supports (paragraph: 
0030, 0019, 0042-0043; 0053, 0061-0064), mobile device (102, fig. 1) includes means 
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(120, fig. 1 ) for storing a list of service features the mobile data device supports and 
plurality of system preference criteria further includes a list of services the network 
supports, mobile data deuce includes means for storing the plurality of system 
preferences criteria in a table (see table 1) with available networks (paragraphs: 0060- 
0064). 

4. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Islam) in 
view of Almgren as applied to claim 29 above, and further in view of Russell (US 
2004/0249915). 

The combination differs from claim 36 in that he does not teach the following: 
choosing step can find no networks are available. 

However, Russell teaches the following: choosing step can find no networks are 
available (fig. 8, paragraph: 0096). 

Thus it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination to provide for the following: choosing 
step can find no networks are available as this arrangement would facilitates the user to 
learn the no network is available for connection as taught by Russell, so that user is not 
kept in darkness as to availability of the network. 

Response to Arguments 

5. Applicant's arguments filed on 12-27-2006 have been fully considered but they 
are not persuasive. 

Rejection of amended claims 29 and 37 which includes limitations of previous 
dependent claims 32 and 42 under 35 U.S.C 103(a) as being obvious over Islam et al. 
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(US2005/0090277A1, filed 10-24-2003, hereinafter Islam) in view of Almgren (WO 
2004/066663A1 , filed 12-3-2003): regarding rejection of claims, Applicant argues that 
"claims 29 and 37 have been amended to recite that the mobile device gives preference 
to various one of the plurality of system preferences criteria in order to create a ranking 
available networks". Applicant further argues that "contrary to the Examiner's assertion 
that there is no motivation or suggestion to combine the references as suggested by the 
Examiner. Moreover, it is noted that the Examiner has not provided a reason why one 
skilled in the art would combine the cited references". Contrary to applicant's allegation 
that has Examiner has not provided a reason why one skilled in the art would combine 
the cited references, Office action clearly sets forth the following as to why one skilled in 
the art would combine the cited references: Islam differs from claims 29 and 37 in that 
he does not specifically teach: mobile data device gives preference to various ones of 
the plurality of criteria to create ranking of available networks. 

However, Almgren discloses a roaming method which teaches the following: 
mobile device gives preference to various ones of the pluralities of system preferences 
criteria to create a ranking of available networks (reads on creating priority list, see 
abstract; page 14 lines 1 1-24 and fig. 2). 

Thus it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination to provide for the following: mobile 
device gives preference to various ones of the pluralities of system preferences criteria 
to create a ranking of available networks as this arrangement would facilitate connecting 
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to the network based on the priority/ranking of networks as taught by Almgren, thus 
facilitating the user to connect to the best available network. 
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Applicant further argues that "the Applicant's respectfully disagree with the Examiner's 
position that Almgren's abstract discloses a mobile device that creates a ranking of 
networks. In Almgren, a preferred list of networks exists which are ranked previously 
'and stored on the mobile device". Applicant further delves into Almgren's reference and 
quotes various things and argues that Almgren in other words, does not indicate that the 
mobile device creates a ranking of available networks. In fact ranking of available 
networks is static ... this is not the creation of ranking of available networks since the 
rankings of the mobile device of Almgren never change". Regarding this, Almgren 
system creates a ranking of preferred networks (i.e. priority of networks) which is quite 
similar to what applicant's specification supports in that as noted earlier under 35 U.S.C 
112 rejection of applicant's claims. As can be seen from applicant's specification: Each 
mobile device includes a preferred roaming list (PRL) built into it, which assists the 
device to perform system selection and acquisition (page 2 lines 5-9). Further only 
place applicant specification talks about rank is in page 6 lines 25-28 which says: The 
PRL then ranks the priority of each system. This clearly shown that PRL has already 
built into it user preferences for selection of networks as described in table 1 . This in no 
way supports applicant's amended claim limitation such as mobile data device creating 
ranking of available networks. In view of this, Almgren disclosure reads on applicant's 
amended claims in combination with Islam. Therefore rejection of claims 29-33, 35-41 , 
43-44 is maintained as set forth in the office action. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(571 )272-8098. The examiner can normally be reached on 9 Hr schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curt Kuntz can be reached on (571 ) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information ^> 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. / / 

Melur Ramakrishnaiah V 
Primary Examiner 
Art Unit 2614 



